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Period for" S^!?*^ — 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM 
THE MAILING DATE OF THIS COMMUNICATION MONTH(S) FROM 

■ ^^^^^^^^^ 1 - 136(a) ' "° ~* *™ -V a rep, y b e to* fi ,ed 

Status 

1 M Responsive to communication(s) filed on 07 October 2004 
2a)H This action is FINAL. 2 b)D This action is non-final. 

3d Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 o.G. 213. 
Disposition of Claims 

4)E] Claim(s) 1 and 3-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5M Claim(s) 1.5. 1 1-16 and 1R is/ar* 

Claim(s) 3.4.6-9.17 and 19-2* is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
, „ ir _ Re P |acement drawi "9 sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121 (d) 
1 1 )U The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 1 19 

12)E Acknowledgment is made of a claim for foreign priority under 35 U.S.C S 1 19(aWd> or m 
a)B All b)D Some * c)D None of: U " 
1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No 

3. B Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) |_J Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
Paper No(s)/Mail Date . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



4) D Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 
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The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

S StTuSSIl? 0 ^ 3 d T nPti ° n ° f ' nVenti0n ' 3nd ° f the « r P ro — -f-k.ng 

and using it, m such full clear, concise, and exact terms as to enable any person skilled in the art to which it 

perta.ns or with which ,t .s most nearly connected, to make and use the same and shall et forth Te rJes'mode 
contemplated by the inventor of carrying out his invention. 

Claims 3-4, 6-9, 17 and 19-25 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim( S ) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Claim 1 as it stands now is limited to step d), in which the specific binding 
molecule is coupled to the self-assembling monolayer, being carried out in the presence of 
polyethylene-glycol-diglycidyl-ether or PEGDGE. In example 1 in the paragraph bridging pages 
12-13, the immobilization of the fusion proteins on the gold surface is carried out by EDC- 
mediated coupling, PEGDGE entrapment or glutaraldehyde coupling. The three methods are 
further explained on page 13 and it is noted that only the PEDGDE entrapment is carried out in 
the presence of polyethylene-glycol-diglycidyl-ether. Also the explanation of the PEDGDE 
entrapment does not teach the use of either l-(3-dimethylaminopropyl)-3-ethyl-carbodiimide or 
glutaraldehyde in the process. Thus these methods are independent and claims 3-4 and 17 
claiming the reagents for the EDC-mediated and glutaraldehyde coupling methods are not within 
the scope of the original specification. 

3 . Claims 1 , 5, 1 1 - 1 6 and 1 8 are allowed for the reasons of record. 

4. Claims 6-9 and 19-25 would be allowable if rewritten to remove the dependency on 
claims 3-4 for the reasons of record and it would remove the rejection under 35 U.S.C. 1 12, 1st 
paragraph, set forth in this Office action. 

5. Applicant's arguments with respect to claims 3-4, 6-9, 17 and 19-25 have been considered 
but are moot in view of the new ground(s) of rejection. 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arlen Soderquist whose current telephone number is (571) 272- 
1265 as a result of the examiner moving to the new USPTO location. The examiner's schedule 

Z^Z:£ e h ° UrS ° f ab ° Ut *" t0 ab ° Ut 5:00 PM ° n « 

f57n 27^70? tIT T b6r f0f ^ ° rganization to which thi « application is assigned is 

L (703) 872-9306 P t0 ^ ° ffldal ^ ^ thiS appIicati ° n ° r P roceedin S 

Information regarding the status of an application may be obtained from the Patent 

mavt'lr M °r tl0n Z et T al (PAIR) SySt6m - StatUS formation for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
apphcations is available through Private PAIR only. For more information about ±cIaT 
system, see http://pair-direct uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




December 13, 2004 
ARLE&i SODtHQUiST 
PRIMARY EXAMINER 



